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REMARKS 

Claims 1-19, 23-31, 33, 35, 37-40 and 43 are pending in the application. 

Claims 1, 4-10, 12 and 37 were rejected under 35 U.S.C. § 103(a) as being 
allegedly "obvious" over Spear et al. (U.S. Patent No. 6,486,439, hereinafter 
"Spear") in view of Blankenship et al. (U.S. Patent No. 6,624,388, hereinafter 
"Blankenship"). Applicants respectfully traverse this rejection 

The references to Spear and Blankenship are based on related applications, 
and are directed generally to systems and methods for purportedly providing 
automated welding information exchange and replacement part order generation, 
and for providing a distributed welding architecture. 

The Office Action concedes that Spear fails to disclose or suggest the 
specifically claimed feature of the information generating section presuming a 
time when life of the article required for maintenance of the user device will end, 
and generating purchase information at a time calculated by subtracting from the 
presumed time a purchase time required between transmission of the purchase 
information and reception of delivery of the article. The Office Action takes the 
position that the related disclosure to Blankenship overcomes this admitted and 
fundamental deficiency of Spear. This position is simply incorrect and 
unsupported by Blankenship itself. 

Specifically, the Office Action points to Col. 3, lines 47-63, Figure 14 and 
Col. 15, lines 48-67, of Blankenship as allegedly teaching this specifically claimed 
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feature. The recitations in Blankenship relate to monitoring of welding materials 
and supply information from the weld monitoring component. The supply 
information is monitored and compared to predetermined supply threshold values. 
Orders are placed as supplies diminish based on the result of the monitoring (see, 
e.g., Col. 3, lines 58-60). "Monitoring" is virtually the opposite of presuming a 
time of life of an article. When one actually "monitors" an item, there is no need 
to presume how long the item is going to last, the monitoring would ostensibly do 
this. Thus, the teaching in Blankenship of monitoring (either automatically or 
manually) teaches specifically away from the claimed feature of presuming a time 
of life of an article. It is also important to note that there is no teaching or 
suggestion anywhere in Blankenship that any threshold value is a presumed life of 
a maintenance article. Of course, this is not surprising given that Blankenship 
requires monitoring of the item. There is also no teaching or suggestion in 
Blankenship that the time required for purchase is ever taken into account when 
ordering the supplies. Applicants' review of the references does not uncover any 
teaching or suggestion of the specifically claimed features. 

The PTO has the burden under 35 U.S.C. §103 to establish a prima facie 
case of obviousness. See In re Piasecki, 745 F.2d 1468, 1471-72, 223 USPQ 785, 
787-88 (Fed. Cir. 1984). Rejections on obviousness grounds cannot be sustained 
by mere conclusory statements; instead, there must be some articulated reasoning 
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with some rational underpinning to support the legal conclusion of obviousness. 
See In re Kahn, 441 F.3d 977, 988 (Fed. Cir. 2006). Moreover, the proposed 
combination must teach or suggest all claim limitations. See In re Vaeck, 947 
F.2d 488, 20 USPQ2d 1438 (Fed. Cir. 1991). 

Contrary to the standards articulated above for establishing a prima facie 
case of obviousness, the outstanding Office Action makes merely conclusory 
statements with no rational underpinning to support the conclusion of obviousness. 
Specifically, in response to applicants arguments, the Office Action alleges that 
the mere fact that perishable items are monitored would make it obvious to one of 
ordinary skill in the art that this "pertains" to the presumed life of an article 
(pertaining is not teaching). This logic is simply untenable in the context of 
obviousness. As discussed above, "monitoring" is virtually the antithesis of 
presuming a time of life. Why would anyone monitoring the supply of a 
perishable item ever use a presumed time of life of an item as a basis for ordering 
the item? 

Because there is simply no teaching of the claimed feature of presuming a 
time when life of the article required for maintenance of the user device will end, 
there can be no teaching of the specifically claimed feature of generating purchase 
information at a time calculated by subtracting from the presumed time a purchase 
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time required between transmission of the purchase information and reception of 

delivery of the article. 

It is respectfully submitted that neither Spear nor Blankenship, either singly 
or in combination, disclose, teach or suggest the feature of the information 
generating section that presumes a time when life of the article required by the 
user device will end, and generates the purchase information at a time calculated 
by subtracting from the presumed time a purchase time required between 
transmission of the purchase information by the communication section and 
reception of a delivery of the article. 

Therefore, even if, arguendo, the combination of Spear and Blankenship 
were proper, the combination nevertheless fails to render the claimed invention 
obvious. Accordingly, reconsideration and withdrawal of the rejection are 
respectfully requested. 

Claims 2, 3, 1 1, 13-19, 23-31, 33, 35, 38-40 and 43 were rejected under 35 
U.S.C. § 103(a) as being allegedly obvious over Spear in view Blankenship, and 
further in view of Heimermann et al. (U.S. Patent No. 7,1 10,976, hereinafter 
"Heimermann"). Applicants respectfully traverse this rejection. 

It is respectfully submitted that Heimermann fails to overcome the 
fundamental deficiencies noted above with respect to Spear and Blankenship. 
There is no teaching or suggestion in Heimermann of the claimed information 



5 



YO'SHIURA et al. 
Appl. No. 10/035,159 

Request for Pre- Appeal Brief Review dated May 16, 2008 

generation based on presumed time of the end of life of an article. Therefore, even 
if, arguendo, the combination of Heimermann and Spear and Blankenship were 
proper, the combination nevertheless fails to render the claimed invention obvious. 
Accordingly, reconsideration and withdrawal of the rejection are respectfully 
requested. 

In view of the foregoing, it is respectfully submitted that the entire 
application is in condition for allowance. Favorable reconsideration of the 
application and prompt allowance of the claims are earnestly solicited 
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